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The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 



MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1) Responsive to communication(s) filed on 



2a) 
3) 



This action is FINAL. 



2b) X This action is non-final. 



Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayie, 1935 CD. 11; 453 O.G. 213. 



Disposition of Claims 

4)X Claim(s) 1-13 



4a) Of the above, claim(s) 6-13 
5) Claim(s) 



6) X Claim(s) 1-5 

7) Claim(s) 

8) . Claims 



is/are pending in the application. 

is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9} X The specification is objected to by the Examiner. 



10) 
11) 
12) 



The drawmg(s) filed on 



The proposed drawing correction filed on 
The oath or declaration is objected to by the Examiner 



is/are objected to by the Examiner. 

is: a) approved b) 



disapproved. 



Priority under 35 U.S.C. § 119 

1 3) X Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 
a) X All b) Some* c) None of: 

1 . X Certified copies of the priority documents have been received. 



1 4 : Acknowledgement is made of a c c. - ^or aomesrc rjr o r :Ty ^ncer 35 U.S.C. $ 1 1 9 e 



A ' 
X ' 
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Applicant's response to restriction requirement filed 3/28/01 (Paper #9) is acknowledged. 
Applicant elected Group I directed to claims 1-5 and SEQ ID NO:l with trav erse. Claims 6-13 
and claims 1-5 drawn to SEQ ID NO:2 are withdrawn as drawn to non-elected inventions. 

In traversal of restriction requirement applicant argues the following : (1 ) that rejoining 
inventions I — 1 1 1 does not impose an undue burden of searching on the examiner because the 
method of Group I can only be used to produce the compositions of Group II thus the claims 
should be examiner together. 

(2) That claims 1-12 are generic and SEQ ID NO:l should be considered as a species and 
that once claims directed to SEQ ID NO:l become allowable additional species should be 
examined. 

(3) Since the terminals of SEQ ID NO:l and 2 are identical said sequences are related and 
thus are not patentably distinct. 

These arguments were fully considered but were found unpersuasiv e. This is because with 
respect to applicant" s's first argument applicant is reminded that as mentioned previously, the 
method of Group I may produce many other animal feed additiv e products comprising phytases 
and phosphatases etc in addition to protease of this inv ention, that are entirely different products 



coextensive. Applicant did not pm\ ide am arguments w ith regards to rejoining ( iroup III 
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invention with those of Groups I — 1 1 . Thus said invention remains distinct from others for the 
reasons of record. 

With respect to applicant's second argument, it should be noted that the previous office 
action claims 1-13 were held as generic to two distinct inventions. The examiner did not 
mentioned any species whatsoever. SHQ ID NO: 1-2 were referred to as patentably distinct 
inventions and not patentably distinct species. The examiner would like to express her apologies if 
said office action was not clear enough and would like to reword her restriction as following: 

pending claims are directed to six patentably distinct invention as following: 
1(a) Claims 1-5. drawn to a method of animal feed preparation wherein said feed comprises 

acid resistant protease from Nocardiopsis sp. Set forth as SEQ ID NO:l. classified in class 

435. subclass 220. 

1(b) Claims 1-5, drawn to a method of animal feed preparation wherein said feed comprises 
acid resistant protease from Xocardiopsis alha set forth as SHQ ID N():2. classified in 
class 435. subclass 220. 

11(a) Claims 6-10 and 13. drawn to animal feed additives and animal feed compositions 
comprising SHQ ID N():H classified in class 426. subclass 656. 

1 1 1(a) Claims 1 1-12. drawn to methods of treatment of \egetahle proteins com prising adding 
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111(b) Claims 11-12. drawn to methods of treatment of vegetable proteins comprising adding 
SEQ II) NO:2 protease, classified in class 435. subclass 68.1. 

Therefore claims 1-12 are not generic to patentably distinct species but are directed to 
patcntably distinct inventions (see the previous office action, page 3). 

With respect to applicant's third argument, the examiner disagrees that SEQ ID NO: 1-2 
are related because of their similarity at the amino terminal. Again asPpreviously, SEQ ID NO:l 
and 2 are isolated from two distinct sources namely: Nocardiopsis sp. and Nocardiopsis alba., 
have different overall structures and each function in different environments. The slight similarity 
between said products at the amino terminal is not sufficient to support the fact that they are 
related to each other. 

In conclusion, due to reasons provided here, in addition to those of record the restriction 
is maintained according to previous office action and is hereby made Final. 

DETAILED AC TION 

Claims 1-5 directed to SEQ II) N():l are under examination on the merits Claims 6- 
l c ) and claims 1-5 directed to SEQ ID N():2 are withdrawn as drawn to non-elected inventions. 



be a .space between "the protease" and "has" 



\ppropriate correction is required. 
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2. Claims 3-4 are objected to because of the following informalities: the phrase "the use of 
claim 1 or claim 2" in claims 3 and 4 respectively, does not make sense. Applicant is advised to 
rewrite said phrase as "the method according to claim 1 or 2\ Appropriate correction is required. 

3 . Priority 

4. An application in which the benefits of an earlier application are desired must contain a 
specific reference to the prior application(s) in the first sentence of the specification (37 
CFR 1.78). 

Specification 

5. This application does not contain an abstract of the disclosure as required by 37 
CFR 1 .72(b). An abstract on a separate sheet is required. 

Claim Rejections - 35 CSC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

'I he specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

7. Claim s 1-5 provide for the use of acid-stable proteases, but. since the claim does not set 



positive steps delimiting how this use is actual!) practiced 
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Claims 1-5 are rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e.. results in a claim which is not a proper process claim under 35 U.S.C. 101. See for 
example Ex parte DimkL 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 
255 F. Supp. 131. 149 USPQ 475 (D.D.C. 1966). 



Claim Rejections - 35 VSC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bedford et. Al. 

(WO 9605739. Feb 1996. cited in the IDS) in view of Snow-Brand-Milk-Prod, patent ( JP 
02255081. 1990. see abstract in l.nglish). from now on referred to as Snow -Brand. Bedford 
teaches methods of preparation of an animal feed containing an enzyme feed additive, w herein 
said teed additive comprises a x\ kinase, a protease and a beta-glucanase (see abstract and pages 



Snow -Brand's patent teaches a thermostable alkaline protease from Nocardiopsis sp. 
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21 Kilodalton and maintains residual activity of above 80% at pll 4-8. Since the enzyme source of 
Snovv-Bran<fs patent is identical to the protease of this invention and pH/temperature-activity 
profile and molecular weight of Snow-Brand's protease is almost identical to SEQ ID NO:l of 
this invention it is reasonable to assume that, its protease is at least 70% identical to SEQ ID 
NO: 1 of this invention, even though Snow-Brand does not explicitly discloses an amino acid 
composition for its enzy me 

At the time the invention was made, it would have been obvious to one of ordinary skill in 
the art to start with the method of animal feed preparation of Bedford and replace its protease 
which is mainly stable and active at alkaline pIEs with that from Snow-Brand's patent. One of 
ordinar}' skill in the art is motivated to replace the protease of Bedfrod with that from the snow- 
Brand patent because Snow-Brand's protease retains high levels of residual activity at acidic pI Es 
and can act on the feed in animal stomach (acidic environment) longer than the Bacillus protease 
in order to release more feed protein and energy, thereby increasing its nutritional value, and 
rendering it more economical. 

One of ordinary skill has a reasonable expectation of success in preparing feed comprising 
the protease including those from Noeardoposis sp. because methods of preparing animal feed 
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Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Maryam MonshipourL Ph.D. whose telephone number is (703) 308- 1083. 

The Examiner can normally be reached daily from 8:30 A.M. to 5:00 P.M. 
If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's supervisor. Dr. P. 
Achutamurthy. can be reached at (703) 308-3804. The OFFICIAL fax number for Technology 
Center 1600 is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology Center 1600 receptionist whose telephone number is 
(703) 308-0196. 



Maryam Monshipouri. Ph.D. 



Patent Examiner 



